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SIR: 



APPEAL BRIEF UNDER 37 C.F.R. 1. 192 



1 . Real Party in Interest 

The real party in interest is Charles Schwab & Co,, 

Inc. 

2 . Related Appeals and Interef erences . 
There are no related appeals or interferences. 
3 - Status of Claims . 

Claims 1-15 remain in the application and are finally 
rejected under 35 U.S.C. 103(a). 

Examiner has rejected the claims using references that 
are published patent applications, both of which were filed 
after the filing date of the present application, February 
11, 2000. Each of the references claims priority from 
several different provisional applications, only some of 
which predate the February 11, 2000 filing date of the 
present application. Thus, unless the portion referred to 
by Examiner was in the subset of the provisional 
applications that predate the filing date of the present 
application, they are not prior art to the application and 
cannot be used. 

However, Examiner has not asserted that any of the 
provisionals from which priority is claimed and that 
predate the filing date of Applicants' application contain^ 
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the portions in the later filed applications to which 
Examiner refers, and Examiner refuses to provide the 
provisional applications, as Examiner is prohibited from 
doing, because although the utility applications have been 
published, they have not issued and Examiner is not 
permitted to provide them. Applicant's position is that 
Examiner must either provide the references used to reject 
the claims or withdraw the rejection. 

Examiner refuses to concede that the references must 
be provided, stating that Examiner is only using .the 
published applications, but giving them an effective filing 
date of the earliest provisional application in the chain. 
As support for Examiner's position. Examiner cites, out of 
context, a portion of the MPEP that describes what 
effective filing date is to be given to applicant' s 
application, a circumstance where all provisional 
applications are available to both Examiner and Applicant, 
and extends it to a reference that happens to be an 
application, where the provisionals are not available to 
applicant. Because the out-of -context portion of the MPEP 
does indeed state that ''an application" (albeit the one 
filed by applicant, not any application) is to be given its 
earliest, provisional date as an effective filing date, 
Examiner assigns the reference, which is addressed by a 



different portion of the same MPEP section to which 
Examiner points and does not back up Examiner's position, 
the effective filing date using the rules applicable to 
Applicant's application, and continues to maintain the 
rejection based on the provisionals, but refuses to provide 
the provisionals. 

Applicant appeals all claims 1-15. 

4 . Status of Amendments . 

Amendment B was filed subsequent to final rejection 
and is currently unentered. It should be entered by the 
Examiner. 

5 . Summary of Invention . 

The issues for appeal are independent of the invention 
itself, as they involve issues of law and rules, not fact. 
However, to ensure that this appeal brief is complete, the 
following summary is provided. 

The invention consists of a method and computer 

program product for receiving a request for a home page 

(page 8, line 8); providing the home page (for example, as 

described at locations including, without limitation, page 

8, line 8) comprising a notice of a subscription offering 

and a link to a web page (for example, as described at 

locations including, without limitation, page 9, lines 1- 
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3); receiving a request for the web page (for example, as 
described at locations including, without limitation, page 
9, lines 14-15); providing web page information allowing a 
user to subscribe to the mutual fund responsive to the 
receiving the request for the web page (for example, as 
described at locations including, without limitation, page 
9, line 15-page 10, line 4); and receiving an indication of 
an amount of money to be invested in the mutual fund (for 
example, as described at locations including, without 
limitation, page 10, line 2 - page 10, line 8). 

6. Issues . 

A. . Under a portion of MPEP 706.02 which deals with 
the date of a reference that is a published application and 
the date of Applicant's application, may an Examiner apply 
the rules for determining the priority date of applicant's 
application to the date of the reference in spite of the 
fact that the MPEP section dealing with determining the 
date of the reference states unequivocably that Examiner 
cannot do what Examiner is attempting to do, merely because 
the reference happens to be an application and the portion 
of the MPEP that Examiner relies upon does not use the term 
''applicant's application" but just uses the term "the 
application"? 
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B. What is the actual standard for determining the 
effective filing date of a published application? 

C. How must Examiner prove the effective filing dates 
of a published application if Examiner wishes to assert 
that a published application has an effective filing date 
earlier than the filing date of the published application? 

D. ■ Given what Examiner has provided Applicant thus 
far, what are the effective dates of the D'Amico and 
Stewart references, and do they qualify as prior art 
against Applicants' Application. 

7 . Grouping of Claims . 

The claims stand or fall together. 

8 . Argument . 

As noted above. Examiner has rejected the claims using 
a 35 use 103(a) combination of references that are 
published patent applications, both of which were filed 
after the February 11, 2000 filing date of the present 
application. One reference was filed on February 10, 2001 
and another was filed on November 30, 2000. 

Each of the references claims priority from several 
different provisional applications, only some of which 
predate the February 11 filing date of the present 
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application. Thus, unless the portion referred to by 
Examiner to reject the claims was described in the subset 
of the provisional applications that predate the filing 
date of the present application, one or both are not prior 
art to the application and cannot be used. 

However, Examiner refuses to provide the provisional 
applications, as Examiner is prohibited from doing, because 
although the utility applications have been published, they 
have not issued and Examiner is not permitted to provide 
them. Applicant's position is that Examiner must either 
provide the references used to reject the claims or 
withdraw the rejection. 

Examiner refuses to concede that the references must 
be provided, stating that Examiner is only using the 
published applications, but giving them an effective filing 
date of the earliest provisional application in the chain. 
As support for Examiner's position. Examiner cites, out of 
context, a portion of the MPEP that describes what 
effective filing date is to be given to applicant' s 
application, a circumstance where all provisional 
applications are available to both Examiner and Applicant, 
and extends it to a reference that happens to be an 
application, where the provisionals are not available to 
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applicant. Because the out-of-context portion of the MPEP 
does indeed state that "an application" (albeit the one 
filed by applicant, not any application) is to be given its 
earliest provisional date as an effective filing date. 
Examiner assigns the reference, which is addressed by a 
different portion of the same MPEP section to which • 
Examiner points and does not back up Examiner's position, 
the effective filing date as if it was Applicant's 
application, and continues to maintain the rejection based 
on the provisionals, but refuses to provide the 
provisionals . 

A, Examiner May Not Apply the Portion of MPEP Section 
706,02 That Describes the Effective Filing Date of 
Applicant's Application to Obtain an Effective Filing Date 
of a Reference Merely Because the Reference Happens to be 
an Application . 

Examiner stated in the final office action that 
Examiner was relying upon the base part of MPEP 706.02 as 
justification for asserting that any published application 
used as a prior art reference was entitled to the filing 
date of the earliest provisional application in the chain. 

MPEP 706.02(a) states in pertinent part (with emphasis 
added) , "The examiner must also determine the issue or 



publication date of the reference so that a proper 
comparison between the application and reference dates may 
be made." The distinction between the application and a 
reference is an important one to keep in mind when reading 
MPEP 706.02. 

MPEP 706.02 has a base portion, and then many sub 
portions (e.g. 706.02(a)), but the base portion provides 
rules for determining the effective date of the application 
and this is the section Examiner uses for assigning the 
date of the earliest provisional application to the date of 
the published reference. This section doesn't appear to 
have been intended to apply to an application used as a 
reference, it just applies to applicants' application. 
Examiner is correct in that the base portion of 706.02 does 
contain language regarding the effective filing date of an 
application , but Examiner cannot apply that language as the 
basis of identifying the date of a reference. The 
application in the base portion of 706.02 is what applicant 
submitted, it is not the reference which Examiner is 
attempting to assert. 

B . The Standard for Proving a Reference Has an 
Effective Filing Date that Precedes the Actual Filing Date 
of a Published Application is Set Forth in MPEP 706.02(f) 
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and Requires the Examiner Prove the Subject Matter is 
Disclosed in the Earlier Filed Application in Compliance 
with 35 U.S.C. 112, First Paragraph . 

To use a reference as prior art in a 103 rejection. 
Examiner must have a basis for asserting that each such 
reference is prior art under 35 USC 102. Here, the 
Examiner has rejected the claims under 35 USC 103 and 
therefore, there must be a basis in 35 USC 102. 

The reference cannot be 35 U.S.C. 102(b) prior art 
because its earliest possible effective filing date will 
not be more than a year prior to the filing date of 
Applicants' application. The reference cannot be 35 USC 
102(a) prior art because, as noted in the last sentence of 
MPEP 706.02(a), '^For 35 U.S.C. 102(a) to apply, the 
reference must have a publication date earlier in time than 
the effective filing date of the application, and must not 
be applicant's own work." Because the publication date of 
both references was well after their filing dates, which 
were well after applicant's filing date, they cannot be 
102(a) prior art. 

A 

The only^other section on which Examiner can rely is 
102(e), which is described at MPEP 706.02(f)(1). The rules 
for published applications are described at subsection 
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(I) (B) of 706.02(f)(1). ''The 35 U . S . C . , 102 (e) date of a 
reference that did not result from, nor claimed the benefit 
of, an international application is its earliest effective 
U.S. filing date, taking into consideration any proper 
benefit claims to prior U.S. applications under 35 U.S.C. 
119(e) or 120 if the prior application (s) properly supports 
•the subject matter used to make the rejection in compliance 
with 35 U.S.C. 112^ first paragraph.^'' (emphasis added) 

For applications that claimed the benefit of an 
international application meeting the requirements of MPEP 
706.02(f) (1) (I) (C) (1), as noted in MPEP 
706.02(f) (1) (I) (C) (1), to provide the benefit of an 
earlier-filed U.S. provisional application, "[t]he subject 
matter used in the rejection must be disclosed in the 
earlier-filed application in compliance with 35 U.S.C. 112, 
first paragraph in order for that subject matter to be 
entitled to the earlier filing date under 35 U.S.C. 102(e). 

C- An Examiner Must Comply With MPEP 707.05(a), MPEP 
707.07 and 37 CFR 1.104(b) to Support an Assertion That A 
Provisional Application Supports a Portion of a Published 
U.S. Application, and That Means the Examiner Must Supply 
Applicants with the Provisional Application in Order to Use 
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It to Support an Effective Filing Date that is Earlier Than 
the Filing Date of the Published Application . 

As noted above. Examiner must cite the provisional 
application in order to use it to support* an assertion, that 
a published U.S. application is entitled to an effective 
filing date earlier than the filing date of the published 
application. MPEP 707.05(a) requires Examiner to furnish 
copies of cited references at no charge to applicant . 

Additionally, MPEP 707.07 and 37 CFR 1.1.04 states 
that ''The examiner's action will be complete as to all 
matters" . Without asserting and backing up any such 
assertion with the actual provisional application, 
Examiner's action is not complete. 

Nor does it make any sense for the office to allow 
such a thing: neither Examiner nor applicant has reviewed 
the provisional applications to determine whether they 
disclosed the subject matter of the claims. Furthermore, 
the file history of the published application has been 
reviewed by neither Applicants nor Examiner to ensure that 
the published application is entitled to claim priority 
from the provisional. Is there at least one common 
inventor? The cross reference information we have doesn't 
say. Did the application claim priority from the 

12 



provisional before the provisional was abandoned? Was the 
published application filed with all the required elements: 
at least one claim and the filing fee? Neither the file 
history nor the provisional is- available to us for all of 
these issues to be checked. 

For purpose of traversal, we cannot assume any of 
this. Therefore, applicant traverses on the basis that we 
have no evidence of common inventorship between the 
provisionals and the published applications, we have no 
evidence that the filing fee and a claim was submitted with 
the application, and that we have no evidence that the 
claim for priority was properly made. Furthermore, we 
traverse on the basis that we have no evidence that the 
provisionals contain the cited portions of the published 
applications in a manner that one skilled in the art could 
make or use the inventions. We have none of this and we 
cannot assume any of it. 

Examiner must allow Applicants to review all 
references and argue them in the interests of fairness. 
The provisional applications Examiner relies upon could 
state almost anything. Nothing in the published 
applications states that the provisional applications are 
all identical to the published application, and the fact 
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that several provisional applications are claimed makes it 
pretty clear that the earlier ones are unlikely to be 
carbon copies of the printed application. 

It isn't fair for Examiner to simply assume that they 
state what is stated in the published applications. 
Examiner is asking Applicants to give up claim scope, and 
yet, in the end it is entirely possible that either the 
provisionals that predate applicant's invention don't match 
the reference application or the reference application is 
not entitled to the filing date of the provisional, making 
any change in claim scope to be entirely unnecessary. 

Nowhere else is Examiner permitted to make this sort 
of assumption without showing proof. For example, MPEP 
2144.03 requires proof of well known prior art, and the 
cited references are hardly well known. 

The references are not entitled to the dates Examiner 
has assigned them. Not having provided any rejections 
based on permissible art, the claims are patentably 
distinguishable over the cited references. 

D. The Effective Filing Dates of the D'Amico and 
Stewart References Under the Record Provided by Examiner 
are the Filing Dates of Their Respective Published 
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Applications, Not the Filing Dates of Any of Their 
Respective Provisional Applications . 

As noted above, Examiner must employ the provisional 
applications in his argument under MPEP 706.02(f). 
Examiner has not supplied the provisional applications 
predating Applicants' filing date, and therefore, until 
Examiner' does so, he has not complied with MPEP 707.05. 

Because Examiner has neither asserted nor backed up 
any such assertion with a printed copy of the provisional 
application. Examiner's action is not complete, and so 
Examiner has also not complied with MPEP 707.07. 

Thus, so far, on the record provided to Applicant, 
Examiner may only use the filing dates of the both 
published applications asserted. 

D'Amico does not claim the benefit of any 
international application, and therefore it's effective 
filing date is its actual filing date, February 9, 2001, 
unless a prior application properly supports the subject 
matter used to make the subject matter used to make the 
rejection in compliance with 35 U.S.C. 112, first 
paragraph. 

Examiner has not asserted that any prior application 
that predates the filing date of the present invention 
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properly supports the subject matter used to make the 
rejection in compliance with 35 U.S.C. 112, first 
paragraph, nor has Examiner given Applicants any proof that 
it does, by providing the provisional application and 
pointing out page and line numbers where the matter used is 
contained. As a result, D'Amico's filing date is February 
9, 2001. Because Applicants' filing date is February 10, 
2000, D'7\mico is not 102(e) prior art against the present 
application . 

It isn't clear whether Stewart claimed the benefit of 
an international application, as the filing date of the 
application is omitted in favor of the PCT filing date, but 
no benefit is claimed for an international filing. 
However, as noted above, in either case the provisional 
application would have to support, under 112, the subject 
matter used to make the rejection. 

Here again. Examiner has not asserted that the 
provisional applications predating Applicant's application 
that are claimed by Stewart support under 35 U.S.C. 112 the 
subject matter used to make the rejection nor supplied any 
of the provisional applications on which any such assertion 
would be based as is required by the MPEP. Thus, under the 
record provided by Examiner, Stewart's effective filing 
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date is its PCT filing date, November 30, 2000, well after 
the filing date of Applicants' application. 

Because the effective filing dates of both of the 
applications used in the rejection are after Applicants' 
filing date, neither may be used as prior art. 

The rejection should be withdrawn and claims 1-15 in 
the application should be issued. 



Respectfully submitted, 
July 19, 2004 




Charles E. Gotlieb 
Registration No. 38,164 
Innovation Partners 
540 University Ave., Suite 300 



Palo Alto, CA 94301 
(650) 328-0100 
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Claims Involved in the Appeal 



18 



1. (original) A method of receiving a subscription to 
a mutual fund, the method comprising: 

receiving a request for a home page; 

providing the home page comprising a notice of a 
5 subscription offering and a link to a web page; 

receiving a request for the web page; 

providing web page information allowing a user to 
subscribe to the mutual fund responsive to the receiving 
the request for the web page; and 

10 receiving an indication of an amount of money to be 

invested in the mutual fund. 

2. (original) The method of claim 1, wherein the 
method additionally comprises communicating a total amount 
of money to be invested in the mutual fund responsive to 
the amount of money received. 

3. (original) The method of claim 1 wherein all of the 
steps are performed via the Internet. 

4. (original) The method of claim 1 wherein the web 
page comprises the web page information. 
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5. (original) The method of claim 1 wherein the web 
page comprises a link that may be followed to an additional 
web page comprising the web page information. 

6. (original) The method of claim 1^ wherein the steps 
of claim 1 are performed for each of a plurality of users 
and the method additionally comprises the steps of: 

accumulating the amounts of money from each of the 
plurality of users; and 

providing to a mutual fund management the amounts of 
money accumulated. 

7. (original) The method of claim 1, wherein the 
notice comprises a banner. 

8. (original) The method of claim 7 wherein the banner 
comprises one selected from a scrolling banner and an 
animated banner. 

9. (original) A computer program product comprising a 
computer useable medium having computer readable program 
code embodied therein for receiving a subscription to a 
mutual fund, the computer program product comprising: 

computer readable program code devices configured to 
cause a computer to receive a request for a home page; 
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computer readable program code devices configured to 
cause a computer to provide the home page comprising a 
notice of a subscription offering and a link to a web page; 

computer readable program code devices configured to 
cause a computer to receive a request for the web page; 

computer readable program code devices configured to 
cause a computer to provide web page information allowing a 
user to subscribe to the mutual fund responsive to the 
receiving the request for the web page; and 

computer readable program code devices configured to 
cause a computer to receive an indication of an amount of 
money to be invested in the mutual fund. 

10. (original) The computer program product of claim 
9, wherein the computer program product additionally 
comprises computer readable program code devices configured 
to cause a computer to communicate a total amount of money 
to be invested in the mutual fund responsive to the amount 
of money received. 

11. (original) The computer program product of claim 9 
wherein all of the computer readable program code devices 
use the Internet. 

12. (original) The computer program product of claim 9 
wherein the web page comprises the web page information. 



13. (original) The computer program product of claim 9 
wherein the web page comprises a link that may be followed 
to an additional web page comprising the web page 
information . 

14. (original) The computer program product of claim 
9f wherein the computer readable program code devices of 
claim 9 are performed for each of a plurality of users and 
the computer program product additionally comprises: 

computer readable program code devices configured to 
cause a computer to accumulate the amounts of money from 
each of the plurality of users; and 

computer readable program code devices configured to 
cause a computer to provide to a mutual fund management the 
amounts of money accumulated. 

15. (original) The computer program product of claim 
9, wherein the notice comprises a banner. 

15. (original) The computer program product of claim 
15 wherein the banner comprises one selected from a 
scrolling banner and an animated banner. 



22 



